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DETAILED ACTION 

Response to Amendment 

Amendment received on 107/1 1/2006 is acknowledged and entered. Claims 1-30 
are currently pending in the application. 

Claim Rejections - 35 USC §112 

Claim Rejections under 35 USC § 1 12 have been withdrawn due to the 
applicant's amendment. 

Claim Rejections - 35 USC § 101 
35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

Claims 1-30 are rejected under 35 U.S.C. 101 because the claimed invention is 
directed to non-statutory subject matter. 

In determining whether the claimed subject matter is statutory under 35 U.S.C. 
101, a practical application test should be conducted to determine whether a "useful, 
concrete and tangible result" is accomplished. See AT&T Corp. v. Excel 
Communications, Inc., 172 F.3d 1352, 1359-60, 50 USPQ2d 1447, 1452-53 (Fed. Cir. 
1999); State Street Bank & Trust Co. v. Signature Financial Group, Inc., 149 F.3d 1368, 
1373, 47 USPQ2d 1596, 1600 (Fed. Cir. 1998). 

An invention, which is eligible or patenting under 35 U.S.C. 101, is in the "useful 
arts" when it is a machine/manufacture, process or composition of matter, which 
produces a concrete, tangible, and useful result. The fundamental test for patent 
eligibility is thus to determine whether the claimed invention produces a "useful, 
concrete and tangible result". The test for practical application as applied by the 
examiner involves the determination of the following factors" 

(a) "Useful" - The Supreme Court in Diamond v. Diehr requires that the 
examiner look at the claimed invention as a whole and compare any asserted utility with 
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the claimed invention to determine whether the asserted utility is accomplished. 
Applying utility case law the examiner will note that: 

i. the utility need not be expressly recited in the claims, rather it may be inferred. 

ii. if the utility is not asserted in the written description, then it must be well 
established. 

(b) "Tangible" - Applying In re Warmerdam, 33 F.3d 1354, 31 USPQ2d 1754 
(Fed. Cir. 1994), the examiner will determine whether there is simply a mathematical 
construct claimed, such as a disembodied data structure and method of making it. If so, 
the claim involves no more than a manipulation of an abstract idea and therefore, is 
nonstatutory under 35 U.S.C. 101. In Warmerdam the abstract idea of a data structure 
became capable of producing a useful result when it was fixed in a tangible medium, 
which enabled its functionality to be realized. 

(c) "Concrete" - Another consideration is whether the invention produces a 
"concrete" result. Usually, this question arises when a result cannot be assured. An 
appropriate rejection under 35 U.S.C. 101 should be accompanied by a lack of 
enablement rejection, because the invention cannot operate as intended without undue 
experimentation. 

The claims, as currently recited, appear to be directed to nothing more than 
asking a subject personal questions, and, based on the received answers to the 
personal questions selecting from a plurality of testing materials at lest one customized 
set of testing material. The examples of type of questions provided by the specification 
include questions regarding a subject's physical characteristics, lifestyle, demographics, 
environment, sun exposure level, nutrition, cosmetic usage, or any other information 
including a subject's age, weight, height, ethnicity, size and proportion of facial features, 
habits of working, sleeping, exercise, relaxation, cleansing and moisturizing, exfoliation, 
smoking, and drinking. The answers received for such types of questions are clearly 
subjective, and would differ from subject to subject, thereby providing no indicating of 
concreteness of the result. Accordingly, the claimed invention does not appear to 
provide concrete result and is, therefore, deemed to be non-statutory. 
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Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1-30 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Maloney et al. (WO 01/18674 A2) in view of Falla (US 4,122,947). 

Maloney et al. (hereinafter Maloney) teaches a method, system and computer- 
readable medium for providing a customized product combination to a consumer, 
comprising: 

Independent Claims 

Claims 1,11 and 20. 

Asking a subject personal questions on at least one topic including 
characteristics of at least one external body condition of the subject (page 11, lines 26- 
30); 

receiving answers to the personal questions (page 1 1 , lines 26-27); 

based on the received answers, providing the subject with at least one 
customized set of testing material for determining quantitative information that 
would aid in recommending at least'one beauty product to the subject (page 1 1 , lines 7- 
9), said "providing" step indicates a step of selecting of said at least one customized set 
of testing material; 

informing the subject about said at least one customized set of testing material 
(page 11, lines 13-14). 

While Maloney teaches selecting of said at least one customized set of testing 
material, Maloney does not specifically teach selecting from a plurality of testing 
materials said at least one customized set of testing material. 
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Falla teaches a pre-packaged patient identification kit including patient 
identification indicia and at least one specimen container (Abstract), wherein said 
identification indicia indicates "customizing" feature. 

It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to modify Maloney to include that said "selecting" step includes 
selecting from a plurality of testing materials said at least one customized set of testing 
material, as suggested in Falla, because it would advantageously allow to 
accommodate said various profile sub-categories of consumers, thereby providing each 
customer with said customized test kit (Maloney; page 1 1 , lines 6-10). 

Claim 24. 

Asking a subject personal questions on at least one topic including 
characteristics of at least one external body condition of the subject (page 1 1 , lines 26- 

30); 

receiving answers to the personal questions (page 11, lines 26-27); 

based on the received answers, providing the subject with at least one 
customized set of testing material for determining quantitative information that 
would aid in recommending at least one beauty product to the subject (page 1 1 , lines 7- 
9), said "providing" step indicates a step of selecting of said at least one customized set 
of testing material; 

providing the subject with the customized set of testing material (page 1 1 , lines 
13-14); 

ascertaining quantitative information by collecting data derived from use of the 
testing material on the subject (page 11, lines 15-16, 19-20); 

recommending at least one beauty product to the subject based on the received 
answers and the ascertained quantitative information (page 12, lines 27-33). 

While Maloney teaches selecting of said at least one customized set of testing 
material, Maloney does not specifically teach selecting from a plurality of testing 
materials said at least one customized set of testing material. 
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Falla teaches a pre-packaged patient identification kit including patient 
identification indicia and at least one specimen container (Abstract), wherein said 
identification indicia indicates "customizing" feature. 

It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to modify Maloney to include that said "selecting" step includes 
selecting from a plurality of testing materials said at least one customized set of testing 
material, as suggested in Falla, because it would advantageously allow to 
accommodate said various profile sub-categories of consumers, thereby providing each 
customer with said customized test kit (Maloney; page 11, lines 6-10). 

Claim 25. 

receiving information regarding at least one external body condition of a subject 
(page 11, lines 26-30); 

based on the received information, providing the subject with at least one 
customized set of testing material for determining quantitative information that 
would aid in recommending at least one beauty product to the subject (page 11, lines 7- 
9), said "providing" step indicates a step of selecting of said at least one customized set 
of testing material; 

informing the subject about said at least one customized set of testing material 
(page 11, lines 13-14). 

While Maloney teaches selecting of said at least one customized set of testing 
material, Maloney does not specifically teach selecting from a plurality of testing 
materials said at least one customized set of testing material. 

Falla teaches a pre-packaged patient identification kit including patient 
identification indicia and at least one specimen container (Abstract), wherein said 
identification indicia indicates "customizing" feature. 

It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to modify Maloney to include that said "selecting" step includes 
selecting from a plurality of testing materials said at least one customized set of testing 
material, as suggested in Falla, because it would advantageously allow to 
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accommodate said various profile sub-categories of consumers, thereby providing each 
customer with said customized test kit (Maloney; page 11, lines 6-10). 

Dependent Claims 

Claim 2. Providing the subject with the customized set of testing material (page 
11, lines 13-14). 

Claim 3. See reasoning applied to claim 2. 

Claim 4. Ascertaining quantitative information by collecting data derived from use 
of the testing material on the subject (page 1 1 , lines 15-16, 1 9-20). 

Claim 5. Recommending at least one beauty product to the subject based on the 
received answers and the ascertained quantitative information (page 12, lines 27-33). 

Claim 6. Said method and system, wherein the customized set of testing material 
includes at least one of a pH indicator, sebutape, and a corneodisque indicator (page 
11, lines 11-12). 

Claim 7. Said method and system, wherein the questions are posed to the 
subject over a computer network (page 8, line 35 - page 9, line 2), and wherein the at 
least one customized set of testing material is delivered to the subject via a courier 
(column 11, line 18). 

Claim 8. Maloney teaches selecting and shipping an appropriate (customized) 
set to a customer (page 1 1 , lines 7-9 and 18), (see reasoning applied to Claim 1 ). As to 
maintaining an inventory of a plurality of differing groups of customized sets of testing 
material, each group containing a combination of testing material different from a 
combination in another group, and wherein providing the subject with a customized set 
includes selecting and shipping an appropriate set from a group maintained in inventory, 
Maloney teaches profiling a consumer based on consumer's physiological preferences 
and physiological conditions, said conditions including skin type and life stage, said 
profiling further includes assigning the consumer to various profile sub-categories which 
correspond to specific beauty product categories (page 6, line 32 - page 7, line 12), 
thereby indicating that said selected (customized) set is readily available for each 
consumer in each of said profile sub-categories. 
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Therefore, it would have been obvious to one having ordinary skill in the art at 
the time the invention was made to modify Maloney to include maintaining an inventory 
of a plurality of differing groups of customized sets of testing material, each group 
containing a combination of testing material different from a combination in another 
group, and wherein providing the subject with a customized set includes selecting and 
shipping an appropriate set from a group maintained in inventory, because it would 
advantageously allow to accommodate said various profile sub-categories of 
consumers, thereby providing each customer with said test kit (page 11 , lines 6-10). 

Claim 9. See reasoning applied to claim 2. 
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Claim 26. Said method, wherein the information is chosen from answers 
to questions and at least one representation of the external body condition (image of the 
subject) (page 1 1 , lines 26-30; page 20, lines 27-34). 

Claim 27. Said method, wherein the information is an image of the 
external body condition (page 20, lines 27-34). 

Claim 28. See reasoning applied to claim 16. 

Claim 29. See reasoning applied to claim 2. 

Claim 30. See reasoning applied to claim 6. 
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Response to Arguments 

Applicant's arguments with respect to claims1-30 have been considered but are 
moot in view of the new ground(s) of rejection. 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Igor Borissov whose telephone number is 571-272- 
6801 . If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, John W. Hayes can be reached on 571-272-6708. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for published 
applications may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through Private PAIR only. For 
more information about the PAIR system, see http://pair-direct.uspto.gov. Should you 
have questions on access to the Private PAIR system, contact the Electronic Business 
Center (EBC) at 866-217-9197 (toll-free). 



Conclusion 



r. 



3/31/2007 



IGOR N. BORISSOV 

.~>" "s.py EXAMINER 




